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ANNOUNCEMENT 


The completed volumes of The TRADE-MARK 
REPORTER may be had in a BUCKRAM 
BINDING, as well as in CLOTH. 


Most of our subscribers have completed their 
sets of bound volumes. Have you? If not, con- 


sult the price list below. 


If your monthly issues are in good condition, 
we will exchange them for a bound volume. The 
charge is nominal and merely covers the cost of 
binding. 


BOUND VOLUMES 


Exchange for 
New monthly issues 


Brown Cloth, $5.00 $2.50 
Brown Buckram, — 5.50 2.75 


Books will be shipped by cheapest method. 
Transportation is added to the above prices. 
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Sincviair Rerimnine Co. v. Feperat Trape ComMIssion 
(276 Fed. Rep. 686) 


United States Circuit Court of Appeals, Seventh Circuit 


September 8, 1921 


Trape-Marks—Unrair CompetitioN—LeasinG GasoLiNE CoNTAINERS—Av- 

THORITY OF FEDERAL TRADE COMMISSION. 

The leasing by plaintiff, a dealer in gasoline, at a nominal rental 
to retail dealers of pumps and tanks to be used solely for containing 
and distributing the gasoline purchased from the lessor does not con- 
stitute unfair competition within the meaning of the Clayton Act, nor 
has the Federal Trade Commission any authority to prohibit such 
practice, where no attempt is made to limit the right of lessees to 
buy or handle the product of competitors. 

Petition to review order of Federal Trade Commission. Order 


set aside. 


Ray T. Osborn, of Chicago, Ill., for petitioner. 
Eugene W. Burr, of Washington, D. C., for respondent. 


Before Baker, Evan A. Evans, and Page, Circuit Judges. 


Pace, Circuit Judge: This is an original petition against 
Federal Trade Commission, hereafter called respondent, to review 
an order made in a proceeding wherein it had filed its complaint 
against Sinclair Refining Company, hereinafter called petitioner, 
the substance of which complaint was that petitioner, being en- 
gaged in the business of purchasing and selling oil and gasoline 
and the leasing and loaning of oil pumps, storage tanks, or con- 
tainers and their equipment, leased for a nominal consideration, 
said oil pumps, storage tanks, or containers and their equipment 
to persons who purchased oil from petitioner, with the understand- 
ing that the same should not be used by the lessees of the pumps 
and other equipment to hold or pump the oil of any competitor. 
It was also charged that the leases were made on consideration that 
lessees should not purchase or deal in the products of a competitor. 

In answer to that complaint, petitioner set out the contract, 
which was found by the Federal Trade Commission to be the uni- 
form contract by which such equipment was leased, the portions 
of which material here are: 
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“1, The above-described equipment shall be used by party of the 
second part (purchaser of gasoline) for the sole purpose of storing and 
handling the gasoline supplied by party of the first part. * * * 

“6. This agreement shall terminate forthwith upon the sale or other 
disposition of said premises by party of the second part, and in any event 
upon the expiration of months from the date hereof, * * * 
provided, however, that the party of the second part shall have the right 
and option at such time to purchase said equipment by paying thereof the 
sum of $———.” 


After the findings of fact were made, the order to cease and 
desist, here complained of, was entered. 

The question, plainly stated, is: Does the leasing, under the 
terms of the contract in evidence, at a nominal charge, of containers 
and pumps by petitioner to purchasers of its gasoline constitute 
an “unfair method of competition,” as those words are used in 
Section 5 of the Federal Trade Commission Act of September 26, 
1914 (Comp. St. § 8836), or may the effect of such leasing be to 
substantially lessen competition and tend to create for the re- 
spondent a monopoly in the business of selling petroleum products 
in violation of Section 3 of the Clayton Act (Comp. St. § 8835b)? 

This identical matter was recently decided by the Court of 
Appeals in the Second Circuit in Texas Co. v. Federal Trade Com- 
mission, and Standard Oil Co. of New York v. Federal Trade Com- 
mission, 273 Fed. 478 [11 T. M. Rep. 379], adversely to the re- 
spondent’s contention here. 

1. “Unfair methods of competition” have been discussed by 
this court in the opinion in Kinney-Rome Co. v. Federal Trade 
Commission, 275 Fed. 665 [12 T. M. Rep. 8], just filed. 

Neither section relied upon gives the Federal Trade Commis- 
sion power to regulate trade generally. The jurisdiction under 
Section 5 exists only where there are practices that amount to a 
fraud in regard to some public or private right; otherwise they do 
not, in our opinion, as we said in the Kinney-Rome Case, supra, 
amount to an unfair method of competition. 

In addition to the reasons upon which the decision was based 
in the Texas Company Case, supra, we are of opinion that petitioner 
had the undoubted right to furnish any and every purchaser such 


containers and conveniences to aid him in delivering the gasoline 
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into the possession of the consumer as it might see fit, and at such 
cost as it might see fit. The right to fix prices is not given to the 
Federal Trade Commission. ‘The only cases where the question 
of price has come into consideration have been those wherein the 





making of a price—in some cases high, in others low—has been 
used as an element in some fraudulent scheme of oppression. The 
price which one may put upon that which he has to sell or lease 
is a matter wholly his own. United States v. Freight Ass’n, 166 
U. S. 290, 820, 17 Sup. Ct. 540, 41 L. Ed. 1007; Sears, Roebuck 
& Co. v. Federal Trade Com., 258 Fed. 307, 312, 169 C. C. A. 
323, 6 A. L. R. 358. 

Competition is not an unmixed good. It is a battle for some- 
thing that only one can get; one competitor must necessarily lose. 
The weapons in competition are various. Superior energy, more 
extensive advertising, better articles, better. terms as to time of 
delivery, place of delivery, time of credit, interest or no interest, 
freights, methods of packing, lower prices, more attractive and 
more convenient packages, superior service, and many others, are 
and always have been considered proper weapons. Expense attend- 
ing the use of any weapon, the foolishness of it, the fact that a 
method is uneconomical, or that the competitor cannot meet any 
method or scheme of competition because it will be ruinous to him 
to do so, have not, nor has either of them, ever been held unfair. 
Such things are a part of the strife inherent in competition. Some 
merchants sell and deliver goods at the counter and you must take 
them away; others deliver them at your house, or in any town, 
state or country—that is merely a part of the bargain. Some 
people deliver a hat in a bag at the store; others deliver it at 
your house in a fancy box that is used by many purchasers as a 
container. Petitioner said: 

“Here is a container and a pump; you may take and use them for 
the storage and pumping of gasoline bought from us; if you wish to use 
them otherwise, you may and must buy them.” 

In kind, that is nothing more than loaning a barrel, with a 
faucet in it. The fact that the tank and pump are much more 
expensive does not make the transaction different nor unfair. If 
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that is not true, then the law must mean that the Trade Commis- 
sion is set as a watch on competitors, with the duty and the power 
to judge what is too fast a pace for some and to compel others 
to slow up; in other words, to destroy all competition except that 
which is easy. We are of opinion that Congress did not intend 
to bestow any such power, and that it did not intend to do more 
than to eliminate the almost infinite variety of fraudulent practices 
from business in interstate commerce. 

We are of opinion that there was no violation of Section 3 
of the Clayton Act. The complaint under that section is that pe- 
titioner made leases for the container and pump and fixed the price 
therefor “‘on the condition, understanding, and agreement that the 
lessees thereof shall not purchase or deal in the products of a 
competitor or competitors, of respondent” (petitioner). There is 
nothing in the evidence nor in the findings of fact by the Federal 
Trade Commission that supports any such charge. The finding 
is that there was a uniform contract. There is no word there about 
purchasing from competitors. The only limitation is that— 

“The above-described equipment shall be used by party of the second 


part for the sole purpose of storing and handling the gasoline supplied 
by party of the first part.” 


But there are other findings, that, taken in connection with 
the order to cease and desist, very clearly indicate what the Com- 


mission deemed the real trouble which it desired to reach was, viz.: 


“That the monetary considerations received by respondent (petitioner) 
do not represent reasonable returns upon the investment in such devices 
and equipment, and also that such leases and loans of said devices and 
equipment are made for monetary considerations below the cost of pur- 
chasing and vending the same.” 


And again: 


“That only a small proportion of such lessees as handle similar prod- 
ucts of respondent’s competitors require or use more than a single pump 
outfit in the conduct of their said business; that the practice of leasing 
such devices requires a large capital investment; that many competitors 
of respondent do not possess sufficient capital and are not able to pur- 
chase and lease devices as respondent does, as aforesaid, partly by reason 
of which such competitors have lost numerous customers to respondent; 
that the effect of the practice of leasing by contract such equipments, 
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where such contracts contain the said provision restricting the use of 
the same to the storage and handling of respondent’s products as afore- 
said, may be to substantially lessen competition,” etc. 


There are two paragraphs of the order to cease and desist, 
and they are substantially as follows: The substance of the first 
is that petitioner shall not lease the equipment in question at a 
rental which will not yield to it a reasonable profit, and the sub- 
stance of the second is that petitioner shall not enter into or con- 
tinue to operate under contracts whereby dealers agree that, in 
consideration for the leasing to them of such equipment, the same 
shall be used only for storage or handling the product of petitioner. 

The necessary conclusion from the above findings and the 
orders entered is: First, that the Commission deemed it lawful 
and proper for it to condemn certain rentals and also to fix and 
regulate the rentals on the equipment, because the furnishing of 
such equipment required a large capital investment and because 
many competitors of respondents were financially unable to do that 
same sort of thing. As we have hereinbefore said, Congress did 
not bestow upon respondent any power to regulate or fix prices 
(Sears, Roebuck & Co. v. Federal Trade Commission, 258 Fed. 
312, 169 C. C. A. 323, 6 A. L. R. 358 [9 T. M. Rep. 399]); nor 
do we find anything in the law which indicates that it is illegal 
for one competitor to do that which is beyond the financial ability 
of another competitor; nor do we find anything that authorizes 
respondent to regulate competition for that reason. Section 3 does 
not make it unlawful to make sales or leases, but does make it 
unlawful to make sales or leases on the condition, agreement, or 
understanding that the lessee or purchaser thereof shall not use 
or deal in goods, etc., of a competitor where the effect of such lease, 
condition, agreement, or understanding may be to substantially 
lessen competition, ete. The above provisions of Section 3 were 
the substance of the unproven charge in respondent’s complaint 
against petitioner, referred to above. It is perfectly clear that 
that which the Commissioner found was “‘the uniform contract used 
by respondent for leasing such devices’ contained no provision 


comparable with or equivalent to the thing prohibited in Section 
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3. We are of opinion that there is nothing in the section that could 
be construed as preventing petitioner, under the circumstances 
shown in this case, from putting a limitation upon the use of the 
thing leased. It has long been a practice in real estate leases to 
include limitations upon the use of the property, and the reasons 
for doing so are obvious. Such has likewise been the practice in 
the leasing or hiring of personal property. The reasons for such 
limitations are even more obvious than those for the placing of 
them in real estate leases. Some of the reasons are pointed out in 
the opinion in the Texas Company Case, supra, 

In this case, as in the Fruit Growers’ Express Case, 274 Fed. 
205, decided by this court, opinion filed June 16, 1921, if an order 
to cease and desist is to stand, the effect of the action of the Fed- 
eral Trade Commission seems to have been to terminate and destroy 
the contractual rights of persons not parties to the proceeding. 

The order to cease and desist is annulled and set aside. 





A. J. Krank Mra. Co. v. Passt, ET AL. 
(277 Fed. Rep. 15) 


United States Circuit Court of Appeals, Sixth Circuit 
December 9, 1921 


Trape-Marxs AND Unrain Competition—‘LATHER KREEM” FOR SHAVING 

CreamM—DescripTivE AND INVALID As A TRADE-MARK. 

The name “Lather Kreem,” as applied to a shaving cream or 
paste, is, in the absence of proof of secondary meaning, purely de- 
scriptive and hence not capable of appropriation as a trade-mark. 

TrapE-Marks AND Unrarr Competition—Use oF SAME Descriptive TERM 
on Disstmitark LABEL NOT TO BE ENJOINED. 

Where defendant used on his shaving compound a label displaying 
the words “Twilight Lather Cream,” but accompanied with other 
features wholly unlike those found on plaintiff’s label, with the name 
of the maker plainly shown, he is not guilty of unfair competition, 
particularly in the absence of any evidence of confusion as to the 
goods. 


In equity. Decree for defendants, and complainant appeals. 


Affirmed. 





my 
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Frank A. Whiteley, of Minneapolis, Minn., for appellant. 
J. D. Karns, of Columbus, Ohio (G. C. Brown, of Columbus, 
Ohio, on the brief), for appellees. 


Before KNapreN, Denison, and Donanvue, Circuit Judges. 


KNappeEN, Circuit Judge: Plaintiff manufactures a shaving 
cream, which it markets under the name of “Lather Kreem’’; its 
label (which contains the trade-name) being copyrighted. This 
suit is for alleged infringement of trade-mark and copyright, as 
well as unfair competition, through the manufacture and marketing 
by defendants of a shaving cream under the name of “Twilight 
Lather Cream.” The appeal brings up for review the decree of 
the District Court, dismissing the bill for non-infringement and 
lack of unfair competition. 

In our opinion, the bill was rightly dismissed, but we prefer 
to rest our affirmance upon a somewhat broader basis than adopted 
by the District Court. The plaintiff began the manufacture of its 
product in the year 1910 according to a secret formula, copyrighting 
its label in the year 1916. The preparation takes the form of a 
soft paste (stored in tubes or jars), which is applied directly to the 
face, thus dispensing with brush and cup, and requiring no more 
rubbing with the fingers than suffices to cover the parts to be shaved. 

Setting to one side defendants’ contention that the damages 
suffered and profits made through the alleged infringement and 
unfair competition are too trifling to justify resort to equity for 
injunction—in our opinion, the expression ““Lather Kreem,” as ap- 
plied to plaintiff's product, is purely descriptive, and thus not the 
subject of a valid trade-mark. But for the word ‘“Krank’s,”’ the 
name has no tendency to indicate origin. Shaving creams, and 
under that specific name, were well known long before 1910. The 
1899 edition of the Century Dictionary gives as a secondary defini- 
tion of cream: 

“Any liquid or soft paste of the consistency of cream; as the cream 
of ale; shaving cream.” (Lexicographer’s italics.) 

Moreover, the record specifically mentions three shaving creams 


as in public use before 1910, viz., “Euxesis,” from about 1895, and 
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two others from about 1905. On this branch of the case the only 
question requiring serious consideration is that presented by plain- 
tiff’s contention that the word “lather” fails of being descriptive 
by the fact that the preparation contains no soap. But this con- 
tention is, in our opinion, only plausible at the most. It is true 
that in its strict sense the term “lather” presents the thought of: 


“Foam, froth or suds made from soap, moistened with water, as by 
a brush for shaving”; or “foam or froth formed in profuse sweating, as 
of a horse.” Century Dictionary, title “Lather.” 

But the preparation in question is solely a shaving compound. 
That no ingredient is inserted in the form of soap as such must be 
accepted, in view of the testimony of plaintiff's president, hereafter 
referred to. But that an actual equivalent of soap is absent is by 
no means satisfactorily established. The formula for the prepara- 
tion is nowhere given, nor the identity of any ingredient employed. 
The only testimony on this subject is that of Mr. Krank, plaintiff’s 
president, who, after saying that “‘the Lather Kreem shaving prep- 
aration does not contain any soap at all,” and while still under 
examination by plaintiff’s council, adds: 


“er 


There may be some ingredient in it which may be similar to soap— 
or may be that way. However, it is not a soap. It is not a lather, strictly 


speaking. It answers the purpose of a lather; provides a lather.” (Italics 
ours. ) 


His reason for saying that it is not “really a lather’ is: 


“Because you can’t can a lather. You understand, you can’t put a 
lather in a jar, and leave it in that form, because it would fall in very 
short order and, therefore, you cannot really make a lather in that way.” 

This proposition, as applied here, does not impress us. In 
the first place, the testimony referred to must be considered in con- 
nection with the certificate of registration of label, which gives the 
title “Krank’s Lather Kreem,” as “for soap or soap lather.” (Italics 
ours.) Again, not all shaving creams take the form of lather with- 
out the use of brush. As to one of the shaving creams in public 
use, Mr. Krank specifically says: 


“You have to put it on with a brush and make a lather with it.” 


*The word “lather” seems to have been originally the name of a form 


of niter used for soap, and which seems to have been an alkali or alkaline 
salt. 
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In the case of one of the others, mentioned above as in public 
use from about 1905, the directions call for wetting the face with 
a brush and applying the cream, either to the brush or directly to 
the face, and then working up the lather. In our opinion, the name 
“Lather Kreem’”’ was intended to convey the idea of a shaving cream, 
which, as furnished, took the form of or provided a lather, and 
without the use of brush, water, or cup. That idea is emphasized 


by the slogan upon the label: 


“No brush, no cup, no soap, no water. Just apply and shave.” 


It is not important whether the “lather” is “canned,” or whether 
it is “provided” by applying the preparation to a wet face, and 
distributing it over the face by the fingers. The cream, being a 


paste, of course contains moisture. The directions say: 
“Wet the skin, apply Lather Kreem, wait a minute, and then shave.” 


In either case the name “Lather Kreem’”’ is equally descriptive. 
We cannot doubt that the user of “Lather Kreem,” after applying 
the preparation to his face for shaving purposes, would think his 
face was “‘lathered,”’ rather than “creamed,” nor that the manu- 
facturer intended he should so understand. The name ‘Lather 
Kreem” is thus not merely fanciful, suggestive, figurative, meta- 
phorical, or boastful, as is the case with the words ‘“Holeproof,” 
“Wearever,” “Queen Quality,’ “Imperial,” ete. It is, in our opin- 
ion, as distinctly descriptive as the word “aluminum,” when applied 
to washboards (American Washboard Co. v. Saginaw Mfg. Co., 
103 Fed. 281, 43 C. C. A. 233, 50 L. R. A. 609), “computing,” 
when applied to scales (Computing Scale Co. v. Standard Com- 
puting Scale Co., 118 Fed. 965); “elastic seam,” as applied to 
men’s underwear (Newcomer & Lewis v. Scriven, 168 Fed. 621, 
55 C. C. A. 459), or “toasted corn flakes,” when applied to a break- 

*The quoted words suggest, not so much the absence of soap or its 
equivalent, as the absence of the combination of the four elements. It 
appears that “Euxesis” had the substance of this slogan, viz., “Without 
soap, water, or brush,” which, in view of Mr. Krank’s statement that 
Euxesis was “greasy,” apparently does not necessarily mean that there 


was no soap in the shaving cream. Another of plaintiff’s slogans is: 
“Replaces soap and brush for shaving. No rubbing.” 
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fast food (Kellogg Toasted Corn Flake Co. v. Quaker Oats Co., 
235 Fed. 657, 662, 149 C. C. A. 77 [6 T. M. Rep. 537]). 

We think the trade-name tells the whole story, and was de- 
signed to do so. It scarcely need be said that the misspelling of 
the word “cream” cannot give validity to a name otherwise invalid 
as a trade-mark. The fact that the name “Lather Kreem” was 
new with plaintiff is not decisive. The same was true of “toasted 
corn flakes,’ held by this court to be purely descriptive (Kellogg 
Toasted Corn Flakes Co. v. Quaker Oats Co., supra). The conclu- 
sion that the trade-name in question was merely descriptive can 
be avoided only by a finding that it contains, by implication, a 
substantial misstatement of fact, which itself would make the trade- 
mark invalid. Whether plaintiff's preparation is better than its 
predecessors is beside the mark. The suit is not for the protection 
of a secret formula. Indeed, plaintiff disclaims any charge of such 
pirating. 

“Lather 
Kreem,” without other designation, has acquired a secondary mean- 


Nor do we think it fairly established that the name 


ing, as indicating plaintiff's product. Defendants’ product, under 
its trade-name “Twilight Lather Cream,’ was on sale at Columbus 
(which was the only place where sales of that product had been 
made) as early as 1915, and apparently before plaintiff's label 
was copyrighted. Sufficient proof of the acquirement of such sec- 
ondary meaning is not furnished by the facts that the druggist 
jobbers who received orders (presumably from retailers) for 
“Lather Kreem,” and in that form, and who inferably had never 
heard of any other “lather cream” by that name, have supplied 
“Krank’s Lather Kreem” (Kellogg Toasted Corn Flakes Co. v. 
Quaker Oats Co., supra), and that in applications made to plaintiff 
itself, as the manufacturer, the words “lather cream” were variously 
spelled. 

If we have rightly concluded that plaintiff’s trade-mark is in- 
valid, the question of its infringement is unimportant. But, re- 
gardless of the correctness of that conclusion, we agree with the 
District Court that defendants are not shown to have infringed the 


trade-mark or otherwise to have been guilty of unfair competition. 
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The name of plaintiff's product, as contained in its label in general 
use and as copyrighted, is ‘““Krank’s Lather Kreem.” It is not 
claimed that defendants have used this label, or this name, or that 
they have represented (except inferably by similarity of label) 
that their product is that of plaintiff. No complaint of defendants’ 
advertising is made, except that contained in labels or other matter 
on its cartons. The decisive question thus is whether such labels 
and printed matter are reasonably calculated to mislead the or- 
dinary and unwary purchaser into thinking he is buying plaintiff's 
product, and so enabling defendants to palm off their product as 
that of plaintiff. (Edw. Hilker Mop Co. v. U. S. Mop Co. [C. C. 
A. 6] 191 Fed. 613, 618, 112 C. C. A. 176 [2 T. M. Rep. 105]); 
although unfair competition is possible notwithstanding non-iden- 
tity of name (Gaines v. T'urner-Looker Co. [C. C. A. 6] 204 Fed. 
558, 555, 128 C. C. A. 79 [3 T. M. Rep. 311]). 

We think the question above stated must be answered in the 
negative. Defendants’ product has always been distinctly and 
prominently marked and labeled “Twilight Lather Cream.” The 
name and address of the manufacturers (Pabst & Kohler) distinctly 
and prominently appear, in connection with the labels, on both 
containers and cartons. Plaintiff’s product is equally distinctly and 
prominently marked “Krank’s Lather Kreem’’; the manufacturer’s 
name and address being distinctly and prominently given. True, 
the language of the directions and slogans used by defendants are 
so very similar to those used by plaintiff as to suggest partial copy- 
ing. But, as was pointed out by the District Judge: 


“They (the tubes and cartons) are so radically different in appearance 
that no ordinary purchaser would mistake one for the other.” 


Plaintiff's labels on both containers and cartons are printed in 
two colors and are decidedly ornamental in appearance. Defend- 
ants’ labels are printed in one color and without ornamentation. 
As we have already said, the shaving cream “Euxesis,’ which long 
antedated plaintiff's manufacture, used the words “without soap, 
water or brush.” As the District Judge well said: 
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“The general impression made by defendants’ article upon the eye 
of a casual purchaser, who is unsuspicious and off his guard, is not such 
as to be likely to result in his confounding it with plaintiffs product.” 

While proof of actual deception is not essential, the lack of 
proof thereof may properly be taken into account, in connection 
with the appearance of the alleged infringing product as not cal- 
culated to mislead. 

We think the instant case is brought directly within Kellogg 
Toasted Corn Flakes Co. v. Quaker Oatz Co., supra. 

The decree of the District Court is affirmed. 


JAYNES v. WEICKMAN, ET AL. 
(203 Pacific Rep. 828) 


California District Court of Appeals, Second District 
Division 2 


December 6, 1921 


Trape-Marxks AND TrapeE-Names—Unrair Competirion—‘ACTIVE” AND 

“Acrion”—APprpEAL—INJUNCTION. 

The word “Active” used to designate a transfer company is suf- 
ficiently fanciful to be entitled to protection, and the judgment re- 
straining defendants from using the words “Action Transfer Com- 
pany” and “Action Parcel Delivery” in a competing business is af- 
firmed. 

Appeal from Superior Court, Los Angeles County. Judgment 


for plaintiff, and defendants appeal. Affirmed. 


A. G. Reily, of Los Angeles, Calif., for appellants. 
Collier & Labarere and Walter H. Sprague, all of Los Angeles, 
Calif., for respondent. 


Works, J.: In this action the plaintiff, claiming to be the 
owner of a business conducted under the names Active Transfer 
Company and Active Parcel Delivery, sought to enjoin the de- 


fendants from using in connection with a business conducted by 


some of them the names Action Transfer Company and Action 
Parcel Delivery. A decree went for the plaintiff, and the de- 
fendants appeal. 





~ 
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In great part, appellants’ presentation of their appeal is like 
that with which we had to deal in Alves v. Alves, 202 Pac. 157. 
There is here a discussion of several questions of fact, without 
mention of a claim that any finding of the trial court is not sus- 
tained by the evidence. Several questions of law are presented 
without our attention being called to alleged errors of the trial 
court to which the discussions may be applied. Appellants’ pres- 
entation is different, however, from the effort of appellants in 
Alves v. Alves, in that the brief here is not altogether pointless. 

There is a sufficient presentation of the question whether the 
words “Active” and “Action,” as used by the parties respectively 
in connection with the other words above set forth, are so similar 
that the public will be deceived by appellants’ use of one of them. 
In solving such a question it is necessary only that a court be 
satisfied from an inspection of trade-names or legends used by 
the parties that the one used by the defendant is so similar to the 
one used by the plaintiff that a deception will be the natural and 
probable result. 38 Cyc. 773 to 776; Schmidt v. Brieg, 100 Cal. 
672, 35 Pac. 623, 22 L. R. A. 790. It is manifest to us that such 
a similarity exists in the present instance. The legend ‘Action 
Transfer Company” could not escape being viewed by the public, 
or by some considerable part of it, as referring to the Active Trans- 
fer Company. 

Appellant also adequately presents the question whether the 
word “Active” is subject to appropriation as a trade-name. It 
is, of course, true that there can be no property in words merely 
descriptive of an article or business, or of some quality pertaining 
to them. As instances of this rule it is doubtless true that one 
could not protect through injunctive process such trade-names as 
Sweet Oranges or First Quality Cigarettes. We cannot say that 
the name Active Transfer Company is to be placed in the same 
category. The first word of that legend ordinarily would not be 
regarded as descriptive of a transfer company or of the business 
conducted by it. The designation is sufficiently fanciful, to our 
minds, to entitle respondent to use and to protect the use as a 
trade-name of the phrase of which it is a part. 
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It is contended that the trial court committed error in two 
instances in the admission of evidence. If the correctness of the 
contention be granted, which we do not decide, the errors were 
harmless, after what we have said above as to our ability to deter- 
mine by comparison of the names used by the parties that the use 
by appellants of the one employed by them would naturally and 
probably lead to a deception of the public. 

Judgment affirmed. 

We concur: Finuayson, P. J.; Craia, J. 


KELLY-SPRINGFIELD Tire Co. v. Ke_titey Tire & RusBer Co. 
(276 Fed. Rep. 826) 


United States District Court, District of Delaware 
July 21, 1920 


Unrair Competirion—Use or SAME SuRNAME—‘“KELLY” FoR Moror Tires 


AND Tuspes—LacHEs—INJUNCTION DENIED ON CONFLICTING AFFI- 
DAVITS. 


In an action to enjoin defendant from using the word “Kelley” 
as part of its corporate title and on its products on the ground of 
prior use by plaintiff, a determination of the respective rights of the 
parties should not be made on conflicting affidavits, particularly where, 
as here, plaintiff's delay in filing complaint is not satisfactorily ex- 
plained, and a final hearing may be had immediately. 


In equity. Preliminary injunction denied. 


Frank F. Reed and Allen M. Reed, both of Chicago, II1., 
Herman G. Kopald, of New York City, and David J. 
Reinhardt, of Wilmington, Del., for plaintiff. 

Charles Neave and Stephen H. Philbin, both of New York 
City, and Charles Warner Smith, of Wilmington, Del., 
for defendant. 


Morris, District Judge. Kelly-Springfield Tire Company, a 
New Jersey corporation, now and for many years last past engaged 
in the manufacture and sale of pneumatic tires and tubes for auto- 
mobiles and rubber tires for trucks and carriages, by its bill of 
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complaint charges the defendant, Kelley Tire & Rubber Company, 
a Delaware corporation, engaged in the sale of pneumatic tires 
and tubes for automobiles, and contemplating also the manufacture 
of such tires and tubes, with unfair competition in trade, and moves 
for a preliminary injunction restraining the defendant from using 
the word ‘Kelly,’ “Kelley,” or any like word or name, alone or 
in combination, in its business, upon its products, or as a part of 
its corporate title. 

The answer of the defendant expressly denies fraud and 
unfair competition. There is an irreconcilable conflict upon crucial 
points of fact between the ex parte affidavits filed on behalf of 
the respective parties. The defendant bases its claimed right to 
use of the word “Kelley” upon the fact that the name of one of 
its organizers, its president and active chief executive, is Kelley, 
avers its good faith in the use of that name, attempts to show that 
it has done nothing to confuse its business or goods with those of 
the plaintiff, and that it has taken all reasonable precautions to 
forestall any possible confusion on the part of the public, and 
denies that the word “Kelly,” as used by the plaintiff, had, at 
least prior to the organization of the defendant, acquired a sec- 
ondary or trade meaning. 

Whether a plaintiff in cases of this nature, involving the use 
of a family name, is entitled to any relief, and, if so, the character 
thereof, turns largely upon the precise facts. Nims On Unfair 
Competition and Trade-Marks (2d Ed.) § 70. A determination 
of the relative rights. of the parties under such issues should not, 
in the absence of compelling necessity, be ventured upon conflicting 
affidavits. The Circuit Court of Appeals of this circuit, in Lare v. 
Harper & Bros., 86 Fed. 481, 483, 30 C. C. A. 373, 376, said: 

“It is a rule, subject to few exceptions, that a preliminary injunction 
should not be awarded on ex parte affidavits, unless in a clear case. 


* * * If there be any substantial doubt as to the right to a prelim- 
inary injunction in such a case, it should be refused.” 


But, apart from the foregoing considerations, it appears that 
the plaintiff knew the purposes and objects of the defendant and 
its corporate name within a few days after its organization in 
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February, 1919. In the following month of May the plaintiff 
filed before the Federal Trade Commission an application for 
complaint against the defendant, which application, after investi- 
gation and consideration, was, on July 21, 1919, dismissed. The 
bill of complaint herein was not filed until April 27, 1920. In 
the meantime the defendant had, in carrying out its corporate 
purposes, purchased a factory site, begun the erection of its factory, 
contracted for its equipment, including molds, and spent thousands 
of dollars in building up a good-will and organization, and, under 


its corporate name, widely advertised its tires and tubes. Nims 
On Unfair Competition and Trade-Marks (2d Ed.) § 415, says: 


“Delay in suing * * * will be considered by the court on an 
application for a preliminary injunction, and has often been held to bar 
the right to the interlocutory relief.” 


To like effect are Pope Manufg. Co. v. Johnson (C. C.) 40 
Fed. 584; C. O. Burns Co. v. W. F. Burns Co. (C. C.) 118 Fed. 
994; Brush Electric Co. v. Electric Storage Battery Co. (C. C.) 
64 ed. 775; Valvoline Oil Co. v. Havoline Oil Co. (D. C.) 211 Fed. 
189, 195 [4 T. M. Rep. 257]. 

This rule seems particularly applicable where, as in this case, 
the inaction of the plaintiff has not been satisfactorily explained, 
and a final hearing may be had without delay. Further, the plain- 
tiff will not suffer much, if any, additional loss or damage during 
the intervening period, while, if an interlocutory injunction were 
improperly granted, the resulting injury to the defendant would 
be great and irreparable. 

A careful examination of the pleadings, affidavits, and exhibits 
fails to convince me of the propriety of issuing a preliminary in- 
junction. A decree in accordance with this opinion may be sub- 
mitted. 
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E. McILuHenny’s Son v. B. F. Traprey & Sons 
Court of Appeals of the District of Columbia 
February 6, 1922 


Trape-Marks—CaNnceLLaTiIon Proceepincs—“Tasasco” ror Peprer Savce— 

DESCRIPTIVE AND GEOGRAPHICAL. 

In a suit for cancellation of a registered trade-mark, held that 
the word “Tabasco,” as applied to pepper sauce, is descriptive besides 
being geographical, and hence is not registrable as a common-law 
mark. 

Trape-Marxs—Reaoistration Unper Ten-Year Ciause—Errect or Awn- 

OTHER’s usE Durtnc Sucu PeEriop. 

Where appellant had registered its trade-mark, consisting of the 
word “Tabasco,” under the ten-year clause of the statute, but ap- 
pellees openly used the same word during that period, the former’s 
contention that such use was an infringing use is without merit. 

Same—Errect or DisciarMer. 

Where, as in the case at issue, the descriptive word dominates 

the trade-mark, a disclaimer thereof will avail nothing. 
Same—Errect or Rervusat To CANCEL. 

Refusal to cancel appellant’s mark would amount to a ruling 
that no one other than the appellant is entitled to sell sauce made 
from Tabasco peppers under its proper name. 


Appeal from two decisions of the Commissioner of Patents 
ordering the cancellation of a trade-mark. Affirmed. For decision 
of this court in opposition proceedings between the parties see 12 
T. M. Rep. 69. 


Joseph S. Clark and Edward S. Rogers, both of Chicago, I1., 
for appellant. 
William L. Symons, of Washington, D. C., for appellees. 


These are appeals from decisions of the Patent Office sus- 
taining appellees’ petition for the cancellation of two trade-marks 
registered by appellant under the so-called ten-year clause of the 
Trade-Mark Act. We here reproduce the mark involved in No. 
1468, which differs from the mark in No. 1469 merely in the color- 
ing employed: 

(The mark, facsimile of which is here omitted, consists of a circular 


label within a diamond-shaped border, and enclosing the words “Tabasco 
Pepper Sauce, E. McIlhenny, New Iberia, Louisiana”.) 


In appellees’ petition for cancellation it is averred that since 
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1896 it has continuously manufactured and sold in interstate com- 
merce tabasco pepper sauce, and that since about 1898 it has used 
the following label on its goods: 

(The label, reproduction of which is not considered essential, con- 
sists of a shield bearing the words “Tabasco Pepper Sauce, Made By 
B. F. Trappey & Sons, Iberia Parish, Jeanerette, La., U. S. A.,” Trappey’s 
Shield Label, and the usual registration notice.) 

In its answer appellant, while admitting that its registration 
was under the ten-year clause of the Trade-Mark Act, denies “that 
the words Tabasco Pepper Sauce are properly applicable to peti- 
tioners’ said product, and denies that the same have ever been used 
by petitioners except in violation of McIlhenny Company’s rights.” 
It further avers that “independently of said registration it has 
and claims the exclusive right to the words Tabasco and Tabasco 
Sauce.” 

In MclIlhenny v. New Iberia E. of T. P. Co., 34 App., D. C. 
430, which involved an application for the cancellation of the word 
“Tabasco” registered by the appellant herein, we ruled that the 
word, being geographic and descriptive, could not be appropriated 
as a technical trade-mark. This view was adopted by the Supreme 
Court of Louisiana. New Iberia E. of T. P. Co. v. E. McIlhenny’s 
Son, 132 La. 150, 61 S. Rep. 131 [37 M. Rep. 139]. 

We directed attention in our former opinion to the significant 
fact that no application for registration of the word “Tabasco” 
was made by the MclIlhenny Company until after the expiration 
of the term of its monopoly under the patent dated September 27, 
1870, for improvement in pepper sauce. In the specification of 
that patent it is stated that the invention “relates to a new process 
of preparing an aromatic and strong sauce from the pepper known 
in the market as Tabasco peprer. This pepper is as strong as 
Cayenne pepper, but of finer flavor. * * * One or two drops 
of it will be sufficient for any dish.” 

In MclIlhenny Co. v. B. F. Trappey [12 T. M. Rep. 69], 
present term, our attention was invited to an article entitled ‘“Pep- 
per” in the Western Horticultural Review of March 7, 1853 (in 


the Library of Congress), in which it is stated that a Colonel 
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White of Louisiana had “introduced the celebrated tabasco red 
pepper, the very strongest of all peppers of which he has culti- 
vated a large quantity with a view of supplying his neighbors, 
and diffusing it through the state. * * * It is exceedingly 
hot, and but a small quantity of it is sufficient to pepper a large 
dish of food.” The article then states that Colonel White had 
“made a sauce or pepper decoction of it, which possesses in a con- 
centrated and intense form, all the qualities of the vegetables. 
A single drop of this sauce will flavor a whole plate of soup or 


a? 


other food.” It thus appears that, as applied to pepper sauce com- 
posed principally of tabasco peppers, the words “Tabasco Pepper 
Sauce” are aptly descriptive and hence not registrable as a common- 
law mark. In other words, we adhere to our earlier decision. 

It is now contended that appellees’ use of the word “Tabasco” 
during the ten-year period (1895-1905) was an infringing use and, 
therefore, not a bar to registration under the ten-year clause. This 
contention is without merit, since appellees’ use was substantial, 
open and adverse. Davids Co. v. Davids, 233 U. S. 461, 466 
[4 T. M. Rep. 175], citing In re Cahn, Belt & Co., 27 App. D. C. 
428, 430, 431; Worcester Brewing Corp. v. Reuter, 30 App. D. C. 
428, 430, 431; In re Wright, 33 App. D. C. 510. 

In Beckwith v. Com. of Patents, 252 U.S. 528 [10 T. M. Rep. 
255], cited by appellant, there was a disclaimer of the descriptive 
words of the trade-mark. Here the right to the exclusive use of 
the descriptive words is asserted. Moreover, in this case the de- 
scriptive words constitute the distinctive and dominating feature 
of the mark, so that a disclaimer would not help appellant. In 
the Beckwith case it was recognized that the design of the trade- 
mark may be “‘so simple as to be a mere device or contrivance to 
evade the law and secure the registration of non-registrable words,” 
as in Nairn Linoleum Co. v. Ringwalt Linoleum Works, 46 App. 
D. C. 64, 69 [7 T. M. Rep. 216], cited by the Supreme Court. 
In other words, if the descriptive words dominate the mark a mere 
disclaimer will avail nothing. 

An examination of appellees’ label shows that it is not at- 
tempting to simulate the label of appellant, that is to say, so far 
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as this record discloses, appellees are selling Trappey’s Tabasco 
Sauce, as distinguished from MeclIlhenny’s Tabasco Sauce. Ap- 
pellees, therefore, have the right to seek the cancellation of ap- 
pellant’s mark. Levy & Co. v. Uri, 31 App. D. C. 441, A refusal 
to cancel appellant’s mark would amount to a ruling that no one 
other than appellant is entitled to sell, under its proper name, 
sauce made from tabasco peppers. 


The decisions are affirmed. 


Cuas. H. Ross, Associate Justice. 


In this case Mr. Justice Horn ine of the Supreme Court of 
the District of Columbia sat in the place of Mr. Cuter Justice 
SMYTH. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


R. H. Macy & Co., Inc. v. THe Macey Company, Inc. 
(295 O. G. 463) 


January 21, 1922 


Trave-MarKxs—ConFiict—APPeaL IN Suir ror CANCELLATION—MEANING OF 
STATUTES. 
Applicant’s mark, consisting of the words “Macey’s, St. Paul, 
Minn.” and the phrase “Women’s Store of Values,” though not iden- 
tical with the registered mark “Macy’s,” is so similar thereto as to 
cause confusion with purchasers as to the respective owners. 
Applying the “rule of reason” in interpreting the Trade-Mark 
Act of 1920, the words after “Provided” in Section 1 (b) thereof 
have the same import as the corresponding words in Section 5 (b) 


of the Act of 1905, the word “identical,” meaning “identical, or so 
nearly identical.” 


SamME—GroOUNDS FOR CANCELLATION. 


The inclusion of a trade-mark on the register of Section 1 (b) of 
the Act of 1920 is sufficient to warrant cancellation proceedings. 


Appeal from Examiner of Interferences. Reversed. 


H. H. Byrne, of Washington, D. C., for R. H. Macy & Co., Ine. 


Knight Bros., of Washington, D. C., for The Macey Company, 
Ine. 
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Fennina, Assistant Commissioner: This is an appeal from 
the action of the Examiner of Interferences granting a motion to 
dismiss a petition for cancellation of trade-mark No. 139,461, en- 
tered on register B under the Act of March 19, 1920, on February 
1, 1921. The registered mark consists of the words “Macey’s, 
St. Paul, Minn.” A flourish running from the “s” bears the words 
“Women’s Store of Values.” 

Petitioner has a trade-mark registered on June 7, 1910, No. 
78,333, consisting of the word “Macy’s,’ use of which it claims 
since 1856. The goods of the parties are the same. 

It is admitted that there is not absolute identity between the 
marks of the parties. In one the surname is spelled with an “e.” 
One includes the geographical “St. Paul, Minn.,” and the descrip- 
tive phrase ‘““Women’s Store of Values.” 

The literal inhibition in section 1 (b) of the Act of March 
19, 1920, is against the registration of marks which are identical 
with a known trade-mark, ete. If this is to be given a strict tech- 
nical interpretation the opposition must be dismissed. 

One part of the inhibition against registration in Section 5 
of the Act of February 20, 1905, reads as follows: 

“Provided, That trade-marks which are identical with a registered or 
known trade-mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties, or which so nearly re- 
semble a registered or known trade-mark owned and in use by another and 
appropriated to merchandise of the same descriptive properties as to be 
likely to cause confusion or mistake in the mind of the public or to de- 
ceive purchasers shall not be registered.” 

The Act of March 19, 1920, omits the underscored portion of 
this quotation. It seems clear that when the draft of the 1920 Act 
was prepared the copyist jumped from “descriptive properties’’ 
where it first occurred to “descriptive properties’ in its second 
occurrence. Petitioner here in effect asks that this clerical error 
of the copyist be remedied by interpreting the 1920 Act as if the 
italicized portion above were included. It seems impossible to 
parse the “Provided” clause of the 1920 Act as it stands. If the 
clause is read literally as it is, the words following ‘‘as to be likely” 


are meaningless. It is mere redundancy to refer to marks as likely 
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to cause confusion when they have already been described as 
identical. 

The legislative history of the act is of little use in interpreting 
the law. H. R. 9023 as passed by the House did not include clause 
(b) which was inserted in the Senate by a committee amendment. 
This amendment did not include the “Provided” clause. This 
clause was inserted by the conference committee, but their report 
contains nothing to help in interpretation; nor is there anything 
in the discussion on the floor of either house to enlighten. 

Against the vigorous protest of Mr. Justice Harlan, the Su- 
preme Court of the United States in interpreting the Sherman Act 
has applied the “rule of reason.” (U.S. v. American Tobacco Co., 
31S. Ct. 632, 221 U. S. 106; The Standard Oil Company v. United 
States, 31 S. Ct. 502,221 U.S. 1.) It seems appropriate to apply 
the same rule in the interpretation of the present Trade-Mark Act. 
So interpreted, the Act of 1920 is of the same import as the cor- 
responding clause in the Act of 1905, and the word “identical” 
must mean “identical or so nearly identical.” 

This interpretation is in accord with the opinion of the so- 
licitor for the Department of the Interior, published at C. D., 1920, 
89; 277 O. G. 181. 

It seems clear that the marks of the parties here involved are 


so nearly identical as to be likely to cause confusion or mistake in 


the mind of the public or to deceive purchasers. Registrant admits 
that the differences between the marks— 


would be considered trivial were the present action brought under the 
Act of 1905. 

Registrant complains that no damage can accrue to petitioner 
from the mere inclusion of its trade-mark on the register, but that 
is the basis for a petition for cancellation provided by Section 2 
of the Act of 1920. Moreover, it must be admitted that petitioner’s 
mark would be held by any court to “colorably imitate” the regis- 
tered mark here in issue, and, as such, it would make petitioner 
liable for damages under Section 4 of the Act of 1920. 
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It is clear, therefore, that if the facts set out in the petition 
for cancellation are established it will be found that— 


the registrant was not entitled to the exclusive use of the mark at or 
since the date of his application for registration thereof, 


within the meaning of Section 2 of the Act of 1920. 

The decision of the Examiner of Interferences is, therefore, 
reversed and the order dismissing the petition for cancellation is 
vacated. 


Ex Parte, Associatep MortGaGce Investors, INc. 
(295 O. G. 227) 


July 16, 1921 


Trape-Marxs—RecistraBititry—Uset oN ApveRTISING Martrer Not SUFFI- 
CIENT. 

Where a mark is used on advertising matter offering mortgages 

for sale, held that such use is not sufficient to entitle applicant to 
registration. 


Appeal from the Examiner of Trade-Marks. 
Davis & Simms for the applicant. 


Fennina, Assistant Commissioner: This is an appeal from 
a decision of the Examiner of Trade-Marks and Designs refusing 
to register the mark of the applicant for mortgages. 

Applicant explains its method of doing business in an affidavit 
of its vice-president, as follows: 

“The business of my said company is to loan money in certain sections 
of this country and Canada on farm mortgages. In making these loans 
my company invests its own money and takes the mortgages in its own 
name as mortgagee. These mortgages are then offered for sale by my 
company and, after being sold, are made over to the purchasers. These 
mortgages are, therefore, bought and sold by my company. The manner 
in which they are offered for sale, and the manner in which the sale is 
consummated, differs from the ordinary practice in the case of com- 
modities in general in these respects: Obviously, mortgages cannot prop- 
erly be put on sale subject to examination in the way that goods in gen- 
eral are sold in the market. Instead, the mortgages are sold through the 
so-called “descriptive offerings,’ samples of which were filed with this 
application, in which a synopsis of the mortgage is given from which a 
fair estimate of it can be had and from which the purchaser can make his 
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purchase. This takes the place of, and is, in fact, the equivalent of placing 
the mortgage itself on the market. The trade-mark in question is placed 
on these “descriptive offerings,” as disclosed by the samples filed with 


this application.” 

Applicant does not claim its mark is actually applied to mort- 
gages, but only to descriptive offerings. 

Clearly, therefore, the mark is used only on advertising matter, 
and this is not sufficient to entitle applicant to registration under 
the law. 

In view of ex parte Roy and Nourse (54 O. G. 1269); ex 
parte Bowles (97 O. G. 2308); ex parte The Third National Bank 
of St. Louis (260 O. G. 562 [9 T. M. Rep. 326]); Hartshorn v. 
Philbrick (101 O. G. 2077); and ex parte Commercial Liquidation 
Company (129 Ms. Dec. 89 [9 T. M. Rep. 325]), the decision of 
the Examiner of Trade-Marks and Designs is affirmed. 
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The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
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the subject, 
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tained in it. ; 
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Tue Untrep States Trape-Markx AssociArion, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 32 Nassau Street, New York City. 
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